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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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Detailed Action 

This office action is in response to Applicant's communication filed on 2/25/08. 
Claims 1-10 are pending in this application. Claims 3-6 have been withdrawn. 
Claims 7-10 have been newly added. 

Claim Rejections - 35 USC 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-2 and 7-10 are rejected under 35 U.S.C. 112, second paragraph, as 
being confusing, because of the "subsequently mixing the epoxy silane represented by 
the general formula (a1 ), the carboxylic acid represented by formula (a2), the metal salt 
of the carboxylic acid represented by formula (a2) and water" description for the process 
step. Applicant has not clearly differentiated this step. Clarification is requested. 

Claim Rejections - 35 USC 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claims 1-2 and 7-10 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. There is no evidence in the record for the 
amended claim language of "subsequently mixing the epoxy silane represented by the 
general formula (a1), the carboxylic acid represented by formula (a2), the metal salt of 
the carboxylic acid represented by formula (a2) and water", at the time of filing the 
application. 

Additionally, the suggested amendment to claim 1 , adding "subsequently mixing 
the epoxy silane represented by the general formula (a1), the carboxylic acid 
represented by formula (a2), the metal salt of the carboxylic acid represented by 
formula (a2) and water" raises an issue of new matter. This amounts to a new concept 
that was not present at time of filing. 

Claim Rejections - 35 USC 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Nakamura et 
al. (US 2004/0198916). 

The instant claims are drawn to a process for producing a silicone compound by 
reacting a metal salt of the carboxylic acid with an epoxy silane, in the presence of 0.05 
wt % or more of water. 

Nakamura et al. teaches the following process, in which the metal salt of the 
carboxylic acid is formed in situ, by the addition of potassium hydroxide. The potassium 
salt of the acid reacts with the epoxy silane derivative to give the silicone product as 
shown below (page 6, section 67). In addition, ACS reagent grade potassium hydroxide 
contains 10-15% water, see printout 1 . 



1 Sigma-Aldrich specification sheet for potassium hydroxide, ACS reagent grade. 
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The Examiner interprets the claim language of "subsequently mixing the epoxy 
silane represented by the general formula (a1), the carboxylic acid represented by 
formula (a2), the metal salt of the carboxylic acid represented by formula (a2) and 
water" to merely be mixing the epoxy silane and the carboxylic acid and/or salt in the 
reaction mixture. The carboxylic acid is in equilibrium with its metal salt and is pH 
dependent. Thus both the protonated and salt form of the carboxylic acid is expected to 
be present in the reaction solution. Therefore this claim is fully met. 



Claim Rejections - 35 USC 103 
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The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

Claims 1-2 and 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nakamura et al. (US 2004/01 9891 6), in view of Inoue et al. (US 5,891 ,356). 

The instant claims have been previously described. 

The teaching of Nakamura et al. has also been previously described. 

Nakamura et al. is deficient in that it does not explicitly state that the silicone 
product was purified by silica gel column chromatography and is silent as to the purity of 
the product. 

With regard to the silicone purity and percentage of the compound represented 
by general formula (y), it is the position of the Examiner that one of ordinary skill in the 
art, at the time of the invention, would through routine and normal experimentation 
determine the optimization of these limitations to provide the best effective variable 
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depending on the results desired. Thus it would be obvious in the optimization process 
to optimize the purity of the silicone compound and to minimize impurity formation. The 
Applicant does not show any unusual and/or unexpected results for the limitations 
stated. Note that the prior art provides the same effect desired by Applicant, the 
production of silicone compounds for the ophthalmic lens industry. 

Inoue et al. teaches the purification of a silicone compound by silica gel column 
chromatography (column 11, lines 48-49; column 14, lines 50-51). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time of the invention, to use Inoue et al.'s purification method using silica gel column 
chromatography for Nakamura et al.'s process of making silicone compounds. One of 
ordinary skill in the art would be motivated to use column chromatography as a 
purification method with the reasonable expectation that the yield and purity of the 
product would increase. Absent any showing of unusual and/or unexpected results over 
applicant's particular purification method, the art obtains the same effect on the purity 
and yield of the silicone compounds. Furthermore, the limitations in some of the 
dependent claims, not expressly taught in the art, are also deemed to be obvious. One 
of ordinary skill in the art would be motivated to make fine adjustments and optimize 
these parameters to arrive at the instantly claimed invention. The expected result would 
be the efficient production of silicone compounds for the ophthalmic lens industry. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JENNIFER Y. CHO whose telephone number is 
(571)272-6246. The examiner can normally be reached on 8:00 AM - 5:00 PM EST 
Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler can be reached on (571) 272-0871871 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jennifer Cho 
Patent Examiner 
Art Unit: 1621 



/SHAILENDRA - KUMAR/ 
Primary Examiner, Art Unit 1621 



